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DETAILED ACTION 
Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

Claims 1-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over Flyim (6435780). 
Flynn (6435780) discloses a tool for cutting materials comprising a rotatable body with a rotation 
axis and cutting edges for cutting the material during movement of the body in a first direction 
parallel to the rotation axis; the cutting edges (20, 22, 24) comprise inner cutting edges (30, 32, 
34) laying on a first surface of revolution which is in the first direction higher at a larger 
diameter and lower at a smaller diameter. Also an outer edge forming a cutting tooth (18) is 
disclosed. 

Flynn (6435780) discloses the claimed invention except for a cone angle larger than 65°. It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to provide a cone angle larger than 65°, since it has been held that discovering an optimum 
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value of a result effective variable involves only routine skill in the art. In re Boesch, 617 F.2d 
272, 205 USPQ 215 (CCPA 1980). 

In regard to claims 6 and 7 it would have been an obvious matter of design choice to use the 
claimed dimensions since such a modification would have involved a mere change in the size of 
a component. A change in size is generally recognized as being within the level of ordinary skill 
in the art. In re Rose, 105 USPQ 237 (CCPA 1955). 

It appears that there would be no new or unexpected result from such a modification. 
In regard to claims 7, 9 and 1 1, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to use the claimed ranges since it has been held that where 
the general conditions of a claim are disclosed in the prior art, discovering the optimum or 
workable ranges involves only routine skill in the art. In re AUer, 105 USPQ 233. 
In regard to claims 14 and 16, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to locate the elements in the claimed manner since it has been 
held that rearranging parts of an invention involves only routine skill in the art. In re Japikse, 86 
USPQ 70. It appears that there would be no new or unexpected result from such a modification. 
With respect to claiml5, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to use the claimed number of elements since it 
has been held that mere duplication of the essential working parts of a device involves only 
routine skill in the art. St. Regis Paper Co. v. Bemis Co., 193 USPQ 8. It appears that there 
would be no new or unexpected result from such a modification. 

With respect to claims 18 and 19, to perform the method as claimed would have been obvious to 
one of ordinary skill in the art, in view of the teachings of Flynn (6435780), since all the claimed 
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elements were known in the prior art and one skilled in the art could have combined the elements 
as claimed and use them in an off the shelf method known to those in the industry with no 
change in their respective functions, such that the claimed method steps would perform their 
known functions and the combination of steps would have yielded nothing more than predictable 
results to one of ordinary skill in the art at the time of the invention. 

Response to Arguments 
Applicant's arguments with respect to claims 1-19 have been considered but are moot in 
view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Wilhnon Fridie whose telephone number is 571 272 4476. The 
examiner can normally be reached on Monday - Thursday. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, ASHLEY BOYER can be reached on 571 272 4502. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Willmon Fridie/ 
Primary Examiner, Art Unit 3724 



